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REMARKS 

In response to the Office Action mailed August 10, 2004, the Applicant submit the 
present response and amendments and request reconsideration. 

L Group Restriction under 35 USC S 121 

The Examiner asserts that the present application contains claims directed to two 
paientably distinct inventions, Group I (claims 1-24 and 68-73) and Group II (claims 25-67). 

As required under 35 USC § 121, the Applicant elects Group II claims 25-67. Claims 1- 
24 and 68-73 have been cancelled without prejudice from the present application. Election of 
Group I has required rewriting of claims 51, 52, and 53 for clarity purposes, in order for those 
claims to incorporate the language of cancelled claims 1, 13, and 18, respectively. 

Additionally, claims 54-64 have been cancelled without prejudice. As a consequence, 
further prosecution of the present application should be based on claims 25-53 and 65-67. 

IL Species Restriction und er 35 USC S 121 

The Applicant has read with attention the Examiner's identification of patentably distinct 
species at pages 3 and 4 of the Action and respectfully believes that the Examiner has 
misconstrued the correspondence between the invention as claimed and the Figures. 

A correct correspondence between claims 25-53 and the Figures is provided as follows. 

Claims 25-28 recite a leaf spring element shown, by way of example, in Figures 35, 36, 
37, and 40. 

Claims 29-30 recite a process for manufacturing a leaf spring element. The process is 
shown, by way of example, in Figures 33-37 and 40. 

Claims 31-33 recite a hinging assembly shown, by way of example, in Figures 37 and 40. 

Claims 34-40 recite a base element to be used with a watch case. The base element is 
shown, by way of example, in Figures 43, 44A, 44B, 45 A, 45B, 46, and 47. 
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Claims 41-53 further recite a hinging assembly shown, by way of example, in Figures 
44A, 44B, 45A, 45B, 46 and 47. 

Claims 65-67 recite a watch band shown, by way of example, in Figures 40, 45A, and 

45B. 

A leaf spring element, a process for manufacturing a leaf spring element, a hinging 
assembly and a watch band are not necessarily alternative embodiments of the invention. 
Therefore, the corresponding claims are not mutually exclusive and may not be restricted to 
separate species of invention within the basic disclosed invention, as also stated in MPEP 
806.04(f). For example, leaf spring claim 25, process claim 29 and hinging assembly claim 31 all 
read on Figure 37. Additionally, the Examiner should note that claim 31 also recites "a leaf 
spring element according to claim 25" (emphasis added). Similar considerations apply to a base 
element a hinging assembly and a watch band. 

Further, even assuming, arguendo, that claims 25-53 and 65-67 as grouped above are 
restricted to different species, the number of species to which the pending claims relate to, is 
reasonable, thus allowed by 37 CFR 1.146, second sentence. 

As a consequence, the Applicant submits that keeping claims 25-53 and 65-67 together in 
the present application is proper. 

However, as required under 35 USC § 121, the Applicant provisionally elects the 
'species' identified by the Examiner as "Embodiment 29: Figures 37-39." As noted above, such 
'species' reads on leaf spring element claims 25-28, process 29-30, and hinging assembly 31-33. 
However, as already pointed out by the Applicant, those 'species' are not mutually exclusive and 
reconsideration of the Examiner's arguments is respectfully requested. 

* * * 

Should matters remain which the Examiner believes could be resolved in a further 
telephone interview, the Examiner is requested to telephone the Applicant's undersigned 
attorney. 
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The Commissioner is hereby authorized to charge any required fee in connection with the 
submission of this paper, any additional fees which may be required, now or in the fiiture, or 
credit any overpayment to Account No. 50-2638. Please ensure that the Attorney Docket 
Number is referred to when charging any payments or credits for this case. 



Greenberg Traurig, LLP 
2450 Colorado Avenue, Suite 400 
Santa Monica, California 90404 
Telephone: 310-586-7703 
Facsimile: 310-586-7800 
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Respectfully submitted, 



GREENBERG TRAURIG, LLP 



Date November 10. 2004 




Enrica Bruno 
Limited Recognition (attached) 
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BEFORE THE OFFICE OF ENROLLMENT AND DISCIPLINE 
UNITED STATES PATENT AND TRADEMARK OFFICE 



LIMITED .RECOGNITION UNDER 37 CFR § 10.9(b) 

Enrica Bruno is hereby given limited recognition under 37 CFR § 10.9(b) as an employee of the 
Greenberg Traurig LLP law firm to prepare and prosecute patent applications wherein the patent 
applicant is the client of the Greenberg Traurig LLP law firm, and the attorney or agent of record in the 
applications is a registered practitioner who is a member of the Greenberg Traurig LLP law firm. This 
limited recognition shall expire on the date appearing below, or when whichever of the following events 
first occurs prior to the date appearing below: (i) Enrica Bruno ceases to lawfully reside in the United 
States, (ii) Enrica Bruno's employment with the Greenberg Traurig LLP law firm ceases or is terminated, 
or (Hi) Enrica Bruno ceases to remain or reside in the United States, authorized to be employed by an 
Employment Authorization Card issued pursuant to 8 CFR § 274a. 1 2(c)(9). 

This document constitutes proof of such recognition. The original of this document is on file in the 
Office of Enrollment and Discipline of die United States Patent and Trademark Office. 



Expires: March 23, 2005 




Director of Enrollment and Discipline 
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